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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Zynga Inc.

Granted to Date
of previous ex-
tension

08/31/2016

Address 699 Eighth Street
San Francisco, CA 94103
UNITED STATES

Attorney informa-
tion

Joshua J. Richman
IPLA, LLP
4445 Eastgate Mall, Suite 200
San Diego, CA 92121
UNITED STATES
litigation@ipla.com Phone:8582720220

Applicant Information

Application No 86828284 Publication date 05/03/2016

Opposition Filing
Date

08/31/2016 Opposition Peri-
od Ends

08/31/2016

Applicant Diane Greening
205 Seaman Ave
Bayport, NY 11705
UNITED STATES

Goods/Services Affected by Opposition

Class 009. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Computer game programmes download-
able via the Internet; Computer game software;Computer game software downloadable from a global
computer network; Downloadable computer game software via a global computer network and wire-
less devices; Downloadable electronic game software for use on wireless devices; electronic game
software for handheld electronic devices; computer software platforms for socialnetworking

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Dilution by blurring Trademark Act Sections 2 and 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

3924543 Application Date 09/04/2009

Registration Date 03/01/2011 Foreign Priority NONE

http://estta.uspto.gov


Date

Word Mark WORDS WITH FRIENDS

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2009/07/19 First Use In Commerce: 2009/07/19

Electronic game software for wireless devices; electronic game software for
handheld electronic devices; computer software platforms for social networking

U.S. Registration
No.

4348668 Application Date 01/12/2011

Registration Date 06/11/2013 Foreign Priority
Date

NONE

Word Mark 5 1 1 2 1 WORDS WITH FRIENDS

Design Mark

Description of
Mark

The mark consists of the letters "w", "o", "r", "d" and "s" and the numerals "5",
"1", "1", "2", and "1" corresponding with the order of the letters inside five
squares; the letters are followed by the word "with" over the word "friends" in a
thought bubble; the term "friends" has a shaded wave running through it.

Goods/Services Class 009. First use: First Use: 2009/07/19 First Use In Commerce: 2009/07/19

Computer game software; video game software programs; interactive video
game programs; downloadable electronic game programs for social networking,
namely, forposting, showing, or displaying information in the field of electronic
gaming via the Internet or other communications networks with third parties that
may be accessed via the Internet, computers, mobile phones, smart phones and
tablet computers

Class 041. First use: First Use: 2009/07/19 First Use In Commerce: 2009/07/19

Providing online computer and electronic games; providing virtual environments
in which users can interact through social games for recreational, leisure or en-
tertainment purposes

U.S. Registration
No.

4348670 Application Date 01/21/2011

Registration Date 06/11/2013 Foreign Priority
Date

NONE

Word Mark WORDS WITH FRIENDS



Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2009/07/19 First Use In Commerce: 2009/07/19

Computer game software; video game software programs; interactive video
game programs; downloadable electronic game programs for social networking,
namely, forposting, showing, or displaying information in the field of electronic
gaming via the Internet or other communications networks with third parties that
may be accessed via the Internet, computers, mobile phones, smart phones and
tablet computers

Class 041. First use: First Use: 2009/07/19 First Use In Commerce: 2009/07/19

Entertainment services, namely, providing online computer and electronic
games;Entertainment services, namely, providing virtual environments in which
users can interact through social games for recreational, leisure or entertain-
ment purposes

U.S. Registration
No.

4889906 Application Date 07/30/2012

Registration Date 01/19/2016 Foreign Priority
Date

02/09/2012

Word Mark WORDS WITH FRIENDS

Design Mark

Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 2012/07/31 First Use In Commerce: 2012/07/31

Clothing, namely, tops, t-shirts

Class 028. First use: First Use: 2012/10/01 First Use In Commerce: 2012/10/01

Board games

U.S. Application
No.

85690637 Application Date 07/30/2012

Registration Date NONE Foreign Priority
Date

02/09/2012



Word Mark WORDS WITH FRIENDS

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 0 First Use In Commerce: 0

Cases for mobile phones; Computer, video game and electronic equipment and
accessories, namely, computer game disks, and computer game software

Class 025. First use: First Use: 0 First Use In Commerce: 0

Clothing, namely, sweatshirts, hooded pullovers, bottoms, headwear, baseball
caps and hats

Class 028. First use: First Use: 0 First Use In Commerce: 0

Puzzles; card games
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /JJR/

Name Joshua J. Richman

Date 08/31/2016
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

Zynga Inc., 

 

Opposer, 

 

v. 

 

Diane Greening, 

 

Applicant. 

) 

) 

) 

) 

) 

) 

) 

) 

) 

) 

) 

) 

) 

) 

) 

 

Opposition No. __________ 

 

 

Mark: WORDS WITH PHONES 

Serial No. 86828284 

Filing Date: November 22, 2015 

Published: May 3, 2016 

 

 

 

 

NOTICE OF OPPOSITION 

 

Opposer Zynga Inc., (“Opposer”), a Delaware corporation with its principal place of 

business at 699 Eighth Street, San Francisco, CA 94103, believes that it would be damaged by 

issuance of a registration for the trademark WORDS WITH PHONES as applied for in Application 

Serial No. 86828284 (the “Application”) by Diane Greening (the “Applicant”).  Accordingly, 

Opposer, by and through its attorneys, hereby opposes the Application on the following grounds: 

1. Opposer is one of the world’s leading developers of online social games playable 

on computers and wireless devices.  Opposer’s games are accessible on Facebook® and other 

social networks, mobile platforms, and Zynga.com.  Since the launch of its first online game in 

2007, Opposer has continued to bring new games to market with great success.  

2. Opposer is the owner of the following U.S. trademark registrations that begin with 

the terms “WORDS WITH” (“Opposer’s Registrations”):  

http://tsdr.uspto.gov/#caseNumber=86828284&caseType=SERIAL_NO&searchType=statusSearch
http://tsdr.uspto.gov/#caseNumber=86828284&caseType=SERIAL_NO&searchType=statusSearch
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Mark Reg. No. Filing Date Registration Date 

WORDS WITH FRIENDS 3924543 September 4, 2009 March 1, 2011 

(WORDS WITH FRIENDS Stylized) 

4348668 January 12, 2011 June 11, 2013 

WORDS WITH FRIENDS 4348670 January 21, 2011 June 11, 2013 

WORDS WITH FRIENDS 4889906 July 30, 2012 January 19, 2016 

 

Attached hereto as Exhibit A are true and correct copies of Opposer’s Registrations, along with 

print-outs from the Trademark Office’s electronic database showing the current status and title of 

the registrations. 

3. Opposer is also the owner of the following U.S. pending trademark application 

(“Opposer’s Application”): 

Mark Ser. No. Filing Date 

WORDS WITH FRIENDS 85690637 July 30, 2012 

 

4. The games that Opposer offers under its WORDS WITH FRIENDS marks have 

been played by millions of people on computers and wireless devices throughout the United States 

and the world, and the success and popularity of the games has resulted in significant media 

coverage. 

5. Through extensive sales, advertising, promotion and unsolicited media coverage, 

among other things, the WORDS WITH FRIENDS marks that Opposer uses in connection with 

games are famous and became famous before Applicant filed the Application. 

6. On November 22, 2015, Applicant filed the Application to register the following 

trademark on the Principal Register: 

Mark Ser. No. Class/Goods 

WORDS WITH PHONES 86828284 Class 9: Computer game programmes 

downloadable via the Internet; Computer 

game software; Computer game software 

downloadable from a global computer 

http://tsdr.uspto.gov/#caseNumber=3924543&caseType=US_REGISTRATION_NO&searchType=statusSearch
http://tsdr.uspto.gov/#caseNumber=4348668&caseType=US_REGISTRATION_NO&searchType=statusSearch
http://tsdr.uspto.gov/#caseNumber=4348670&caseType=US_REGISTRATION_NO&searchType=statusSearch
http://tsdr.uspto.gov/#caseNumber=85983985&caseType=SERIAL_NO&searchType=statusSearch
http://tsdr.uspto.gov/#caseNumber=85690637&caseType=SERIAL_NO&searchType=statusSearch
http://tsdr.uspto.gov/#caseNumber=86828284&caseType=SERIAL_NO&searchType=statusSearch
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network; Downloadable computer game 

software via a global computer network 

and wireless devices; Downloadable 

electronic game software for use on 

wireless devices; electronic game software 

for handheld electronic devices; computer 

software platforms for social networking 

 

Applicant’s Application was published for opposition in the Official Gazette on May 3, 2016.  On 

May 31, 2016, Opposer filed a 90 Day Request for Extension of Time to Oppose, which was 

granted on the same day, resulting in a deadline of August 31, 2016 to oppose.  Accordingly, this 

Notice of Opposition is timely filed. 

7. Applicant’s WORDS WITH PHONES mark is confusingly similar to Opposer’s 

individual WORDS WITH FRIENDS marks, in sight, sound, meaning, and commercial 

impression.  For example, Applicant’s WORDS WITH PHONES mark shares the identical pre-

fix “WORDS WITH” with Opposer’s WORDS WITH FRIENDS marks, and incorporates a highly 

similar suffix, PHONES, which shares the initial “F-” sound and concluding “-S” sound with 

Opposer’s FRIENDS suffix. 

8. The goods claimed in the Application also are highly similar to those listed in 

Opposer’s Registrations and Opposer’s Applications, and would be offered in the same 

commercial channels and to the same consumers as the goods and services offered under 

Opposer’s WORDS WITH FRIENDS marks.   In particular, Opposer’s WORDS WITH FRIENDS 

game is offered on mobile phones, which makes it likely that consumers would associate WORDS 

WITH PHONES with Opposer.  

9. Opposer’s rights are senior to any rights that Applicant may allege to have in its 

WORDS WITH PHONES mark because (a) Opposer’s Registrations registered before Applicant’s 

Application registered; (b) Opposer’s Application was filed before the filing date of Applicant’s 
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Application; and/or (c) on information and belief, Applicant did not use its mark in commerce 

prior to the filing dates of Opposer’s Registrations or the filing date of Opposer’s Application.  

10. Accordingly, Applicant’s registration and use of WORDS WITH PHONES is 

likely to cause confusion or mistake or to deceive, or to create the false impression that Applicant’s 

goods are provided by, related to, endorsed by, or associated with Opposer, or otherwise cause 

injury to Opposer’s rights in its WORDS WITH FRIENDS marks, in violation of Lanham Act 

§2(d) (15 U.S.C. §1052(d)) (for Opposer’s Registrations) and Lanham Act §43(a) (15 U.S.C. 

§1125(a)) (for Opposer’s Application and other non-registered rights), with consequent damage to 

Opposer and the public. 

11. Opposer’s WORDS WITH FRIENDS mark has become well-known and/or famous 

among the relevant consuming public before Applicant filed the Application.  As a result, 

Applicant’s WORDS WITH PHONES mark causes, or will likely cause, dilution of the distinctive 

quality of Opposer’s well-known and/or famous WORDS WITH FRIENDS marks, in violation of 

Lanham Act §43(c) (15 U.S.C. §1125(c)), with consequent damage to Opposer and the public. 

WHEREFORE, it is respectfully requested that this opposition be sustained and that 

Applicant’s Application be denied registration. 

Dated:  August 31, 2016  

 

     Respectfully submitted, 

      

/Joshua J. Richman/  

     Joshua J. Richman 

     litigation@ipla.com 

     IPLA, LLP 

     4445 Eastgate Mall, Suite 200 

     San Diego, CA 92121 

     Phone: (858) 272-0220 

 

Attorneys for Opposer, Zynga Inc. 

 

mailto:litigation@ipla.com
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Certificate of Service 

 

 I hereby certify that on August 31, 2016, a copy of the foregoing was sent by U.S. mail to 

the following correspondent of record: 

DIANE GREENING 

205 SEAMAN AVE 

BAYPORT, NEW YORK UNITED STATES 11705 

  

 /Katie Parkhurst/ 

      Katie Parkhurst 



 

 

Exhibit A 
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